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The opinion in support of the decision being entered today
(1) was not witten for publication in a |law journal and
(2) is not binding precedent of the Board.

Paper No. 22

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte JOSEPH JAMES HARDI NG and RI CHARD O. RATZEL

Appeal No. 1999-2099
Appl i cation No. 08/475, 627

HEARD: April 19, 2000

Bef ore CALVERT, Adnministrative Patent Judge, MCCANDLI SH
Seni or Adnministrative Patent Judge, and PATE, Adm nistrative
Pat ent Judge.

CALVERT, Adm nistrative Patent Judge.

DECI S| ON ON APPEAL

This is an appeal fromthe final rejection of clains 1 to
22, all the clains in the application.

The appealed clains are drawn to a cushi oni ng conversion
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network which includes a plurality of cushioning conversion
(dunnage) machi nes, and a nmethod of allocating production of
cushi oni ng product between a plurality of such machines in a
network. The appeal ed clains are reproduced in Appendi x A of
appel l ants' brief.

The prior art applied by the exam ner in the final

rejection is:?

Henmi ng, Jr. et al 4,174, 237 Nov.
13, 1979

( Hermi ng)

Nagai et al. (Nagai) 5, 008, 842 Apr. 16
1991

Dietrich et al. (D etrich) 5,216, 593 Jun. 1
1993

Kawarmura et al. (Kawanura) 5, 252, 899 Cct. 12,
1993

Lobi ondo 5,287,194 Feb. 15,
1994

G oent eman 5, 398, 257 Mar. 14,
1995

The prior art admtted by appellants on pages 3 to 5 of the
speci fication (AAPA).

The clains on appeal stand finally rejected on the

1 On page 3 of the examner's answer, the examner lists
Otaviano Pat. No. 4,619,635 as part of the prior art of
record relied upon, but does not include it in any rejection.

2
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foll ow ng grounds:?

(1) dainms 1, 4 to 9 and 14, anticipated by AAPA under 35

U. S. C. 102(b);?

(2) dainms 1 to 12, 14 to 16 and 18 to 22, unpatentable over
AAPA in view of Goentenman, Kawanura, Dietrich or Lobiondo,
under

35 U.S.C. § 103(a);

(3) dainms 13 and 17, unpatentable over AAPA in view of

G oenteman, Kawamura, Dietrich or Lobiondo, further in view of
Henmi ng or Nagai, under 35 U . S.C. § 103(a).

Rej ection(1)

2 The exam ner also rejected clains 1 to 22 under § 112,
second paragraph, and clains 4, 6 and 7 under 8§ 112, first
par agraph. Both rejections are deened w thdrawn, since (1)
t he exam ner states on page 8 of the answer that the
rejections of "clainms 4-7" under 8§ 112, first and second
par agraphs are withdrawn, and (2) the rejection of clains 1 to
22 is not repeated in the examner's answer. Ex parte Enm
118 USPQ 180 (Board of Appeals 1957).

3 Arejection of clainms 2 and 3 on this ground in the
final rejection is withdrawn on page 10 of the exam ner's
answer .
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On page 5 of the specification, lines 3 to 17, appellants
di scl ose (enphasis added):

Due to the increased popularity of paper
protective packaging material, manufacturers often
enploy a plurality of cushioning dunnage conversion
machi nes with preset paraneters to produce
protective packaging for articles of different sizes
and shapes. This arrangenent often reduces setup
time and allows a manufacturer to produce and ship
out goods in a mniml anmount of time. In addition,
manuf act urers now i ncor porate programred controllers
to control the operation of cushioning dunnage
conversion machines. These controllers result in
reduced manpower, nore uniform products, |ower
production costs, less error, and a safer working
envi ronment .

The controllers operate by continuously nonitoring

[sic] respective nmachine through enpl oynent of

sensing circuits connected to the machine, which

provi de output signals to a pre-progranmed
processor to control the respective machine
according to the manufacturer's specifications.

Each different nmachine typically has a

respecti ve i ndependent controller unique to that

particul ar machi ne. Enploying a different
controller for each machine type often results
in increased manufacturing costs and chances of
error in manufacture, and conplicates

repl acenent and repair.

n

The exam ner, noting the reference to a pre-progranmed

processor in the underlined portion of the foregoing, asserts
that this constitutes a disclosure of plural controllers (one
on each machi ne) sending output signals to a single processor,
so that "each of the machines are [sic] in communication with

4
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the processor which is in turn in comrunication with all of

t he machi nes"” (answer, page 4). Fromthis, the exam ner

concl udes that one of ordinary skill "would readily recognize
that such an arrangenent inherently constitutes a control
networ k of machi nes in communication with each other"” (id.,
pages 4 to 5). Appellants disagree with the exam ner's
interpretation of the specification.

After fully considering the record in light of the
argunents presented in appellants' brief and reply brief, and
in the exam ner's answer, we conclude that the AAPA does not
anticipate the network recited in rejected i ndependent clains
1, 4, 5 and 6, and thus does not anticipate any of the clains
included in rejection (1). Contrary to the exam ner, we do
not interpret the above-quoted | anguage from page 5 of the
specification as disclosing that the controllers on each of
the machines all provide signals to single pre-programed
processor, but rather, taken in context, that each controller
provi des output signals to a separate pre-programed
processor. This is brought out by the disclosure at page 5,
line 13 that the processor controls "the respective machine,”
and by the further disclosure at page 5, lines 14 and 15, that

5
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each machine "typically has a respective independent
controller.”™ Moreover, it is not apparent why appellants
woul d consi der a network of cushi oning conversion machi nes
with a supervisory controller to be an aspect of their
invention, as stated at page 11, lines 9 to 12, if such a
network were already known in the prior art.

Accordingly, rejection (1) will not be sustai ned.

Rej ection (2)

Wth regard to clains 1, 4 to 9 and 14, rejected in
rejection (1), the exam ner states that this rejection applies
to those clainms if the AAPAis not interpreted as defining a
plurality of machi nes each having a controller in
communi cation with a supervisory controller

Each of the secondary references, G oenteman, Kawanura,

Dietrich and Lobi ondo, discloses a control network.* After

4 Qur consideration of these references has not been
facilitated by the fact that on pages 5 and 6 of the answer,
t he exam ner describes each of themin virtually identical
| anguage. Also, the exam ner does not explain howthe
conbi nati on of the AAPA and each of these references neets the
particular limtations of the various clains, even though
appel l ants argue many of the clains separately on pages 19 to
21 of the brief.



Appeal No. 1999-2099
Appl i cation No. 08/475, 627

consideration of the argunents presented by appellants and by
t he exam ner, we do not consider that any of these secondary
references, in conbination with the AAPA, woul d suggest to one
of ordinary skill a cushioning conversion network or method of
al l ocating production as recited in the rejected clains.

The G oenteman and Kawanura patents appear to be the nost
pertinent to the rejection. In Goenteman, a network
conprising a nunber of copying machi nes, each having a
processor 12, transmts status information, e.g., malfunction
i ndi cations
(col. 1, line 14), to a base processor which anal yzes the

status information and conmuni cates appropriate corrective

action back to the appropriate copying machine (col. 2, lines
59 to 63;
col. 3, lines 1 to 8). Kawanura discloses a |athe having two

heads, each with a controller 10, 20, connected to bus 1 al ong
with master controller 30. |If one controller runs short of
its processing ability, part of the operation is transferred
to another controller (col. 2, lines 63 to 67). W do not
consider that either of these references, or the Dietrich and
Lobi ondo patents, would teach or suggest to one of ordinary

7
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skill the creation of a network fromthe multiplicity of
cushi oni ng conversi on machi nes, each with its own controller,
di scl osed by the AAPA. W reach this conclusion because the
di scl osure of each of the secondary references is specific to
a network of a particular type of machi ne (G oent enman:
copi ers; Kawanura: |athe heads; Dietrich: machi nes naking a
"large, indivisible, or highly custom zed product" (col. 6,
lines 10 and 11), e.g., conputers; Lobiondo: printers), rather
t han being of such a nature as to suggest the provision of a
centrally controlled network for a plurality of manufacturing
machi nes, generically. Any suggestion of providing such a
network for a plurality of cushioning conversion nmachines
woul d thus appear to be derived not fromthe prior art, but
from i nproper hindsight based on appellants' own di scl osure.
Rejection (2) therefore will not be sustai ned.

Rej ection (3)

The additional references applied in rejection (3) do not
supply the deficiencies noted with regard to rejection (2),
and rejection (3) likewse will not be sustained.

Concl usi on
The examner's decision to reject clainms 1 to 22 is

8
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rever sed

| AC: | b

REVERSED

| AN A. CALVERT
Adm ni strative Patent Judge

N—r

HARRI SON E. MCCANDLI SH
Seni or Adm ni strative Patent Judge

N N N N N N N N N

WLLIAM F. PATE, |11
Adm ni strative Patent Judge
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